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Claims 1-31 are pending in this application which should be reviewed for errors. 
The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-3 and 5-31 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. In applicants specification, pages 5 and 8, the 
concentration of DMSAM in solvent is a factor in determining granulometry. In claim 7, 
the term, particularly, is used leaving doubt as to the scope of the claim. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states. 

Claims 1, 4, 6, 7, 10, 11, 18-21, 24, 25 and 28-31 are rejected under 35 
U.S.C. 102(b) as being anticipated by Lafon, US 4,927,855, and Grebow et al., US 
5,618,845 (31 only). Lafon discloses the reaction of DMSAM with ammonia in methanol 
wherein the reaction parameters are the same as claimed in applicants' claims, 
therefore the granulometry of the Modafinil produced is the same. Grebow et al. 
disclose Modafinil with a granulometry the same as applicants although produced by a 
different method. No difference is seen in the product. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or deschbed as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-31 are rejected under 35 U.S.C. 103(a) as being unpatentable over the 
combined teaching of Lafon, US 4927,855, and Grebow et al. 5,618,845, in view of 
Singer et a!., WO 02/10125, and Laurent, US 5,719,168. Lafon discloses the reaction of 
DMSAM with ammonia in methanol wherein the reaction parameters are the same as 
claimed in applicants' claims, therefore the granulometry of the Modafinil produced is 
the same. Grebow et al. disclose Modafinil with a granulometry the same as applicants 
although produced by a different method. The instant invention differs from the 
teaching of Lafon and Grebow et al. in that other reaction conditions and a solvent 
comprising water may be used. Singer et al. disclose Modafinil form I is produced by 
crystallization from methanol (s. p. 9, II. 17-19). Laurent et al. is relied on to disclose the 
use of a solvent comprising water in example 3c. It would have been prima facie 
obvious at the time the invention was made to one of ordinary skill in the art to start with 
the teaching of the cited references, to make applicants' processes and to expect to 
obtain Modafinil of a defined granularity. Although the reaction conditions may change, 
the result is a product of defined granularity and applicants have not shown an 
unexpected beneficially useful result for these reaction conditions. 

No claim is allowed. 

Any inquiry concerning this communication should be directed to Peter G. 
O'Sullivan at telephone number (571)272-0642. 
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